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The MAILING DATE of this communication appears on the cover sheet with the correspondenc address - 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136 (a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specifled above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period m\\ apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 

• Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). >^ 



3) n Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disp sition of Claims 

4) S Claim(s) 1-25 is/are pending in the application. 

4a) Of the above claim(s) 1-16 is/are withdrawn from consideration. 

5) 0 Claim(s) is/are allowed. 

6) S Claim(s) 17-25 is/are rejected. 
?)□ Claim(s) is/are objected to. 

8) n Claims are subject to restriction and/or election requirement. 

Application Papers 

9) n The specification is objected to by the Examiner, 

10)0 The drawing(s) filed on is/are objected to by the Examiner. 

!!)□ The proposed drawing correction filed on is: 3)0 approved b)n disapproved. 

12) 0 The oath or declaration is objected to by the Examiner. 

Priority under 35 U.S.C. $ 119 

13) n Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 119(a)-(d) or (f). 

a)nAII b)n Some*c)n None of: 

1 .□ Certified copies of the priority documents have been received. 

2. n Certified copies of the priority documents have been received in Application No. . 

3. n Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 

14) n Acknowledgement is made of a claim for domestic priority under 35 U.S.C. § 1 19(e). 



Status 



1)13 
2a)n 



Responsive to communication(s) filed on 31 July 2001 . 

This action is FINAL. 2b)M This action is non-final. 



Attachment(s) 



15) ^ Notice of References Cited (PTO-892) 

16) n Notice of Draftsperson's Patent Drawing Review (PTO-948) 

17) n Information Disclosure Statement(s) (PTO-1449) Paper No(s) 



18) D Interview Summary (PTO-413) Paper No(s). 



19) CH Notice of Informal Patent Application (PTO-152) 

20) □ Other: 



U.S. Patent and Trademark Office 
PTO-326 (Rev. 01-01) 



Office Action Summary 



Part of Paper No. 6 
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DETAILED ACTION 
Election/Restrictions 

Applicant's election of Group II (claims 17-25), with traverse, in Paper No. 5 
(07/31/01 ) is acknowledged. Claims 1-16 are withdrawn from further consideration by 
the examiner, 37 CFR 1.142(b), as being drawn to a non-elected invention. 

Claim Rejections - 35 USC §112 

The following is a quotation of the first paragraph of 35 U.S.C. 112: 

The specification shall contain a written description of the invention, and of the manner and process of 
making and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the 
art to which it pertains, or with which it is most nearly connected, to make and use the same and shall 
set forth the best mode contemplated by the inventor of carrying out his invention. 

Claim 17 is rejected under 35 U.S.C. 112, first paragraph, as containing subject 
matter which was not described in the specification in such a way as to enable one 
skilled in the art to which it pertains, or with which it is most nearly connected, to make 
and /or use the invention. Claim 17 is drawn to a low-resistance (TO film without 
positive recitation of a substrate upon which the film is formed. Applicant has failed to 
teach how to make self-supporting films in the instant specification. It is the Examiner's 
position that the instant claims, drawn to self-supporting films, are not enabled by the 
original specification. It is suggested that the applicant amend the claims to positively 
recite a substrate. 

Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 
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(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

Claims 18-21 are rejected under 35 U.S.C. 102(b) as being anticipated by Koden 
et al (US 5,539,546). 

Koden discloses a substrate having a ITO film, wherein patterning is formed in 
said ITO film. See examples 1 -3, column 1 1 line 66 through column 1 3 line 47. Koden 
anticipates the claimed invention since the recited process limitations of claims 18 and 
19 fail to further structurally distinguish the claimed invention from the prior art. 

Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 1 02 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

Claims 17 and 22-25 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Jie et al (Experimental Studies of the Effect of Plasma Wavelength on Radiative 
Poperties of Indium Tin Oxides heat Mirror Films for Solar Thermal Applications, June 
2000). 

Jie discloses ITO heat mirror films on varying substrates having a resistivity of 
2.8x10"®Qcm. See page 3 line 14 through page 5 line 4. 

Jie differs from the present invention in that it lacks the patterning in the ITO film 
and is silent regarding the Sn dopant activity. 
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Patterning of ITO films using conventional lithography techniques is done to 
obtain desired circuit configurations, therefore, it would have been obvious to one of 
ordinary skill in the art to applying patterning to the ITO film of Jie. 

It is well known in the art that the Sn content in ITO films affect its optical and 
electronic properties, so one of ordinary skill in the art would determine the amount of 
Sn depending on the desired resistivity, for example. Therefore claimed Sn dopant 
activity would have been obvious to one of ordinary skill in the art since its been held 
where the general conditions of a claim are disclosed in the prior art, it is not inventive 
to discover the optimum or workable ranges by routine experimentation. In re Aller, 
220F.2d 454, 456, 105 USPQ 233, 235 (CCPA 1955); MPEP §2144.05. 



Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Jason Vincent V. de la Pena whose telephone number 
is (703) 308-6419. The examiner can normally be reached on M-F, 8:30-5:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Deborah Jones can be reached on (703) 308-3822. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is (703) 308- 
0661. A n ^ i 



Conclusion 
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